United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



10/509,994 10/05/2004 Richard Chene 0523-1016 2965 



466 7590 

YOUNG & THOMPSON 
745 SOUTH 23RD STREET 
2ND FLOOR 
ARLINGTON, VA 22202 



1 1/27/2007 



EXAMINER 



AMIR1, NAHID 



ART UNIT 



PAPER NUMBER 



3679 



MAIL DATE 



DELIVERY MODE 



11/27/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application imo. 


Applicants/ 






CHENE ET AL. 


Office Action Summary 






Examiner 


Art Unit 






Nahid Amiri 


3679 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 03 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 September 2007 . 
2a)l3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 16-20,23-25 and 27 is/are pending in the application. 

4a) Of the above claim(s) 23-25 and 27 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 16-20 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0. 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

Response to Amendment 

In view of Applicant's Amendment received 6 September 2007, amendments to the 
claims have been entered. Claims 1-15, 21, 22, 26, and 28 are canceled. Claims 16-20, 23-25, 
and 27 are pending. 

Claims 23-25 and 27-28 stand withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected species, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 28 August 2006. 

Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 16-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 16, there is no antecedent basis for "said system", lines 8-9. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 16-20 are rejected under 35 U.S.C 103(a) as being unpatentable over US 
Patent No. 1,674,983 Morton in view of US Patent No. 4,492,488 Warshawsky. 

With respect to claims 16-19, Morton discloses a spectacle frame having a side-piece (2) 
and a spectacle face (3) interconnected by having at least one pivot point between one end of the 
side-piece and an end of the spectacle face (3), said ends having bearing faces fit for pairing up 
respectively one on top of the other, elastic means (14) for maintaining the bearing contact 
between said faces, wherein the frame further comprises two pivot parts (19, 24), each having a 
recessed zone (23, 25) limited by an at least partially curved surface, each of said pivot parts (19, 
24) depending respectively on one of the side-piece (2) and spectacle face (3), said pivot parts 
being substantially orthogonal to each other and engaged one in the other through interlocking of 
their respective recessed zones so as to be able to pivot relative to each other, with the result that 
said system comprises two intangible pivot points within the limits permitted it by said recessed 
zones. The articulation system of Morton does not include a means allowing pivoting only in 
one or two predetermined planes. However, it is well-known in the art per se to limit the plane 
of pivoting whenever universality of pivoting is not desired. Warshawsky is evidence of this. 
Specifically, Warshawsky discloses an articulation system and teaches the inclusion of means to 
limit pivoting to a single predetermined plane. Accordingly, it would have been obvious to one 
of ordinary skill in the art to provide Morton with pivot restricting means as taught by 
Warshawsky so as to limit the pivoting action to a single predetermined plane as one of ordinary 
skill in the art would have found it desirable to limit the pivoting or Morton to a plane that is 
transverse to the plane of the head (i.e., the sweeping plane). 

With respect to claim 20, the means for limiting the pivoting action can be seen in the 
figures of Warshawsky to be an axial notch. 

Response to Arguments 

Applicant's arguments filed 6 September 2007 have been fully considered but they are 
not persuasive. 
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With respect to claim 16-20, Applicants argue that the neither of Morton or Warshawsky, 
nor the combination of them would suggest to one ordinary skill in the spectacle art, any way to 
improve a spectacle frame having a side-piece and a spectacle face. Morton discloses a broom 
handle and Warshawsky discloses a spot swivel. This is not persuasive. 

In response to Applicant's argument regarding nonanalogous art, it has been held that the 
determination that a reference is from a nonanalogous art is twofold. First, we decide if the 
reference is within the field of the inventor's endeavor. If it is not, we proceed to determine 
whether the reference is reasonably pertinent to the particular problem with which the inventor 
was involved. In re Wood, 202 USPQ 171, 174. In this case Morton clearly shows a frame 
having two pieces with two pivot parts having pivotable movement with respect to each other. 

In response to Applicants' argument that there is no suggestion to combine the 
references, the Examiner recognizes that references cannot be arbitrarily combined and that there 
must be some reason why one skilled in the art would be motivated to make the proposed 
combination of primary and secondary references. In re Nomiya, 184 USPQ 607 (CCPA 1975). 
However, there is no requirement that a motivation to make the modification be expressly 
articulated. The test for combining references is what the combination of disclosures taken as a 
whole would suggest to one of ordinary skill in the art. In re McLaughlin, 170 USPQ 209 
(CCPA 1971). References are evaluated by what they suggest to one versed in the art, rather 
than by their specific disclosures. In re Bozek, 163 USPQ 545 (CCPA) 1969. 

In response to Applicant's arguments, 37 CFR § 1.1 1 1(b) states, "A general allegation 
that the claims define a patentable invention without specifically pointing out how the language 
of the claims patentably distinguishes them from the references does not comply with the 
requirements of this section." Applicant has failed to specifically point out how the language of 
the claims patentably distinguishes them from the references. 

Conclusion 

THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nahid Amiri whose telephone number is (571) 272-81 13. The 
examiner can normally be reached on 8:30-5:30. If attempts to reach the examiner by telephone 
are unsuccessful, the examiner's supervisor, Daniel P. Stodola can be reached on (571) 272- 
7087. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273^8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Nahid Amiri 
Examiner 
Art Unit 3679 
November 15, 2007 




